REMARKS 

Reconsideration and allowance of the subject application are respectfully 

requested. 

Status of the Claims and Amendments 

Claims 1 and 39-41 are pending in this application, with Claims 1 and 40 being 
independent. Claim 1 is amended herein to more distinctly claim the features of the present 
application, in contrast to the parent case. Support for the feature that the ink is used in an ink jet 
recording apparatus may be found in the specification at least at page 1, lines 9-15. Support for 
the feature that the coloring material is a dye may be found in the specification at least at page 7, 
lines 10-20. Claims 39-41 are newly added. Support for the feature that the color tone is 
magenta may be found in the specification at least at page 4, lines 4-7. Support for the feature 
relating to the residual rate of reflection density when the image is left under a condition that 
promotes fading may be found in the specification at least at page 4, line 22 to page 5, line 6. It 
is submitted that no new matter has been added by the amendments herein. 

Information Disclosure Statement 

Applicants note that only page 2 of the two pages of Form PTO-1449 from the 
October 10, 2003 Information Disclosure Statement was initialed and returned with the August 
11, 2004 Office Action. Applicants respectfully request that the first page also be initialed and 
returned. Another copy of the first page of the PTO-1449 form is enclosed herewith. If the 
Examiner needs copies of any of the documents, she is encouraged to call Applicants' 
undersigned representative to request them. 
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Section 101 Rejection 

Claim 1 was rejected under 35 U.S.C. § 101 as claiming the same invention as 
that of Claim 1 of U.S. Patent No. 6,706,100, which is the parent of this divisional application. 
Applicants respectfully request reconsideration. 

Before addressing the merits of the rejections, Applicants believe it will be helpful 
to review the features of the present invention. As recited in Claims 1 and 40, the present 
invention relates to a second ink for an ink jet recording apparatus used with a first ink 
comprising at least one dye as a colorant. The second ink has the same color tone as the first ink. 
The second ink comprises the same dye as at least one of the dyes in the first ink. The second ink 
has a lower dye content than the dye content of the first ink. Claim 1 further recites that the 
degree of fading of an image produced with the second ink is the same as or lower than a degree 
of fading of an image produced with the first ink. Claim 40 further recites that an image 
produced with the second ink, when left under a condition that promotes fading, has a residual 
rate of reflection density that is equal to or greater than that of an image produced with the first 
ink. In Applicants' view, the cited references do not teach or suggest the invention as presently 
claimed. 

Regarding the rejection based on U.S. Patent No. 6,706,100, Applicants note that 
the present invention now claims an invention different from that of U.S. Patent No. 6,706,100, 
namely, an ink in the present invention versus an ink set in Claim 1 of the '100 patent. 
Accordingly, Applicants submit that the present application does not claim the same invention as 
Claim 1 of the 6 100 patent, and Applicants respectfully request that this double patenting 
rejection be withdrawn. 
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Obviousness-Type Double Patenting Rejections 

Claim 1 was provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as allegedly unpatentable over Claims 1, 2 and 6-8 of 
copending Application No. 10/682,521. Claim 1 also was rejected under the judicially created 
doctrine of obviousness-type double patenting as allegedly unpatentable over Claims 1-3, 7, 10- 
12 and 41-43 of U.S. Patent No. 6,706,104. Claim 1 also was rejected under the judicially 
created doctrine of obviousness-type double patenting as allegedly unpatentable over Claims 1, 2 
and 6-8 of U.S. Patent No. 6,702,882. Applicants respectfully request reconsideration of these 
rejections. 

Regarding the rejections based on copending Application No. 10/682,521 and 
U.S. Patent No. 6,702,882, it is noted that these two references are a parent and its divisional, and 
that the issue fee has been paid in the pending divisional application. Although there is some 
disclosure of same color inks with different colorant content (e.g., col. 21, lines 7-14 of the '882 
patent), Applicants take the position that these references are primarily directed to the 
relationship of the degree of fading among images formed of inks having different colors. But 
the present invention defines the relationship of the degree of fading (Claim 1) or residual rate of 
reflection density (Claim 40) between images produced with inks having the same color tone and 
different dye content. It is noted that the allowed claims of Application No. 10/682,521 are 
different from the claims of the published application (US 2004/0080597 Al). The allowed 
claims of the '521 application are directed to a magenta ink, a cyan ink and a yellow ink, 
respectively, and none of the claims recites a first and second ink having the same color tone. 

Regarding the rejection based on U.S. Patent No. 6,706,104, Applicants note that 
the cited reference is directed to an ink set comprising a black ink containing carbon black having 
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a hydrophilic group, and color inks containing polyvalent metal ion. In contrast, the present 
invention defines the relationship of a degree of fading (Claim 1) or residual rate of reflection 
density (Claim 40) between images produced with inks having the same color tone and different 
dye content. Although the specification of the '104 patent mentions the possibility of same color 
tone and different concentrations of coloring materials at col. 25, lines 38-56 and col. 41, lines 
18-20, and although Claims 7 and 12 of the reference refer to a first color ink and a second color 
ink having the same color tone, these claims do not recite that these inks have different dye 
content, as recited in Claims 1 and 40 of the present invention. Accordingly, Applicants 
conclude that the present claims are different from the claims of the 6 104 patent. 

Conclusion 

Applicants therefore conclude that the present invention as recited in independent 
Claims 1 and 40 is patentably distinct from each of the cited references, and respectfully request 
that all rejections be withdrawn. The dependent claims are allowable for the same reasons given 
regarding Claims 1 and 40, as well as for the features recited therein. Individual consideration of 
the dependent claims is respectfully solicited. 

Applicants submit that the instant application is in condition for allowance. 
Favorable reconsideration and an early Notice of Allowance are requested. 
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Applicants' undersigned attorney may be reached in our Washington, D.C. office 
by telephone at (202) 530-1010. All correspondence should continue to be directed to our 
below-listed address. 

Respectfully submitted, 

Attorney for Applicants 
(lean K. Dudek 
Registration No. 30,938 

FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 101 12-3801 
Facsimile: (212)218-2200 

JKD:ayr 
DC.MAIN 183968v1 
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